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SUPPLEMENT A.I , 
DKCLAKAllON FOR PATENT APPLICATION 

AND POWER OF ATrOBNICy jT^^V? 

As abdownanK-zl inventor, 1 hereby declare that: 

My residence, po3t office address and citizenship arc as stated below adjar.em to my name. 

I believe I am The original, GjsI and sole inventor (if only one name is listed below) or an original, 
first and joint inventor (if plural names are listed below) of" si?bj<*:t matter (process, machine, 
manufacture, or composition of matter, or an improvement thereof) which is claimed and fui which a 
patent is sought by way of the application entitled 

PROCESS AND ASSfcMJBLX r OR NON-DESTRUCTIVE SURFACE INSPECTIONS 

which (check) Q is attached hereto. 

Z] and is amended by the Preliminary /uncndrQcm attached ht;t cio. 

3 : ' was filed on December 20, 1996 as Application Serial No. 08/770/191 

31 and was amended on (if applicable). 

I hereby stale thai I have reviewed and understand the contcnty of the above identified specification, 
including the claims, as amended by any amendment referred to above. 

I acknowledge the duty to disctasc information, which is material to patentability as defined in 
Title 37, Code of Federal Regulations, § 1.56. 

Ihcicby claim foreign priority benefits under Title 35, United State? Code, § 119(aMd) of any foreign 
application(s) for patent or inventor's ^ortifioate or any PCT international apphcationCs) designating at 
least one country other than the United States of America listed below and have also identified below 
zaiy foreign applicalion(s) for patent or inventor's certificate or any PCT international apphcation(s) 
designating at least one ftoimiry other than the United States of America fated by me on tlie same 
subject matter having a filing dare before thai of the application^) uf wlijcli priority is claimed; 



Prior Foreign Application(y) 


Priority Claimed 


Number 


Cuuntiy 


Day /Mouth/Year Tiled 




Ho 


N/A 






n 


□ 



I hereby claim the benefit undci Tilk 35, United Sutcs Code, § 119(c) of any United Statca 
r provisional application(s) licted below: 



Provisional Application Number 


Filing Date 


N/A 





"Pafce 1 uf 3 
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Attori, J Docket No. M-10579 US . 

I hereby claim- flic benefit under Tide 35, United Slates Code, § l?0 of any United Stales 
application^) or PCf international application^ designating The United Slates of Arocnca listed 
below and, insofar as the subject mailer Of each of-lhc claims of this application is not disclosed in the 
prior applications) 'in lhc manner provided by the first paragraph of Tide 35, United States OxK 
{} 112, 1 acknowledge the duty lo disclose information, which is material to patentability as defined in 
, Title 37, Code of .Federal Regulations, § which became available between Lhc filing duu: of die 
prior application^) and the national or PCX international filing date of this application: 



Application Serial No. 


Filing Date 


Status (patented, pending, abandoned) 


08/533.632 


Sculciiibci 25, 1995 


Patented 


08/216,834 


March ^4, 199 


Abandoned 



I hereby appoint the following praccuumcis. io prosecute this application and to transact all business 
lhc United States Patent and Trademark Office'connected therewith: 




Customer Number 27869 



Pleacc address all conesponoVrrjne. and telephone calls to: 

Jarnes S. Hsuc 
SK.TF.RVEN MOKJKJUUL iYlacKHERSON LLP 

3 Embiiieadeio Ccntci, Suite 2800 
San Francisco, California 94111 

Telephone: 413-217-6000 
Facsimile: 'US -434-0646 

1 declare that all statements made herein uf my own knowledge are true, ail statements mode herein on 
uifounation and belief arc believed to be true, and all statements made herein are marl* with the 
knowledge that whoever in any matter within die jurisdiction of; ihe Patent and Trademark. Office, 
knowingly and willfully falsities, conceals, or cuvgis up by an/ nick, scheme, or device a matcriaf 
fact, or makc3 any fcbc, fictitiouG or fraudulent statements or representations, or makes or uses any 
false writing or oVmnftnt knowing the same to contain any false, fictitious or fraudulent statemcm or 
entry, Shall be subject to the penalties including Hue Oi imprisonment of both a3 3ct forth under 18 
U.S.C. 1001, and that violations of this paragraph may jeopardize the validity of thfc application or 
this rJor.umrtnT, or the validity or enforceability of any patent, trademark repstration, or certificate 
resulting therefrom. 



Full name of sole (or first joint) inventor: NORBERT MARXHR 

Inventor's Signature: Date: 

Residence: Muhlegasse 1 48 FL-94 86 

Schaanwald Liechtenstein 
Post Office Address: Mflhlegassft 1 4R FT .-9486 Citizenship: Liechtenstein 

Schaajrwald Liechtenstein 




Pr>.Qt. Office Address: 69 Corpnado Avenue Citizenship: U.S.A. . 

-Page 2 of 3- 
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San Carlos, (laliforfua 94070 
hull name of sole (or third j^Oux^u ipJEMT ALTENDORFER 

Inventor's Signature: X 'y^jjiClbffe- HUnt - O f~QI . 

Residence- ^^Meridian Thrive / 

Redwood Shore.*, California V4U'J^ 
Pusl Offjuc Address: 325 Meridian Drive Citizenship- Austria 

Redwood Shores, California 94025 

Full name of sole (or fourth jointyA^/^i JfcUKGE KEEN , - 

Inventor's Signature- ^^rr> 4L z >, . ^ Date: /f ^^ 

Residence: 26685 Si. Francis Drive v/ 

Los Altoo, California 94022 
fosl Office Address: : 26(535 SL Fiaucis Drive Citizenship: U.S. A. 

Los Altos. California 94022 
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DEPARTMENT OF COMMERCE 



Patent and Trademark Office 

ASSISTANT SECRETARY AND COMMISSIONER 
OF PATENTS AND TRADEMARKS 
WoahingtQn, D.C. 20231 



APR 1 S 1998 



James S. Hsue 

Majestic Parsons Siebert and Hsue 
Four Embarcadero Center, Suite 1100 
San *nmdsco CA94111-4106 MAJESTIC, PAHSOIJS 3 

. SIEBEKT&HSUE ' 

. In re Application of 
Gross, Altendorfer, Kren, and Marxer 
Application No. OS/770,49] 
Hied: December 20, 1996 
For Process and Assembly for Non- 
Destructive Surface Inspections 



. copy bailed 

-VK ) j {993. 

AJCFATZ\<T$ - 



DECISION ACCORDING STATUS 
UNDER 37 CFR 1.47(a) AND 
REQUIREMENT OF 
SUPPLEMENTAL DECLARATION 



This is in rftspnn.se to the "Request for Reconsideration" filed March 9 S 1998. 
The petition is granted. 

Petitioner has now supplied an acceptable dcclaiatiun uxidci 37 CFR 1.64. 

The above-identified application and papers have been reviewed and found in compliance 
with 37 CFR 1.47(a). This application is hereby accorded Rule LdZfo) status . 

However, it is noted that, the declaration contains a typographical error in the post office and 
residence address of the non-signing inventor (Liechtenstein is missing a. "c") Accordingly, a 
supplemental declaration is required, correcting the typographical error, before issuance of 
the application as a patent or any earlier time required by the examiner. 

As provided in Rule 1.47(a), this Office will forward notice of this application's filing to die 
non-signing inventor at the address given in the Declaration. Notice of the filing of this 
application will also be published in the Official Gazette. 

The Power of Assignee, fijed January S y 1998, is considered proper tor an application filed 
under 37 CFR 1.47(a). 

After mailing tliis decision, die abuvc-identified application will be forwarded to Group Art 
Unit .2505 for further processing. 

Telephone inquiries regarding this decision should be directed to the undersigned at 
(703)306-3159. 

Karin Tyson 
Seuiui Legal Advisor 
Special Progiaiu Law Office 
Office of the Deputy Assistant Cqimnisslunci 
for Patent Policy and Projects 
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UNITED S^rL DEPARTMENT OF COMMERCE 
v Pat nt and Trad^.nark Office 

ASSlSTAm* 3ECRETAnY AND COMMISSIONER 
OF PATENTS AND TRADfcMAHlCS 
VV^ington, O.C. 20231 

Norbert Marxer R£€EIV£D 
Miihlegasse 14S FL 9486 ! 
Scha8nwald Liechtenstein APft 1 5 iggg rOpY MAI* ED 

MAJESTIC, PARSONS " 
In re Application of 1 J l77U 

Gross, Altendorfer, Kren, and Marxer ~- L r- • --^Trir^MS 

Application No. QH///0.491 * r ™y£m£*irQ~* 
Filed: IJfinember 20, 1996 

hor: Process and Assembly for Non-Desuuutive Surface Inspections 
Dear Mi, MaiAei; 

You are named as a joint inventor in the. above identified United States patent 
application, filed under the provisions of 35 U.S.C. 116 (United States Code), 
and 37 CFR 1.47(a), Rules of Practice in Patent Cases. Should a patent be 
granted on the opplication you will be designated therein as a joint inventor. 

As a named inventor you are entitled tn Inspect any paper in the tile wrapper 
of the application, order copies of all or any pan thereof (at a prepaid cost per 
:s/ OK 1.19) or make your position of record in the application. Alternatively, 
you may arrange to do any of the preceding through a registered patent 
attorney or agent presenting written authorization from you. If you cere to 
join the application, counsel of record (see below) wpuld presumably assist 
yuu. Joining in the application would entail the filing of on appropriate oath or 
declaration by you pursuant to 37 CFR 1,63. 

Telephone inquiries regarding this communication should be directed to the 
undersigned at (703)305-9285, Requests for information regarding your 
application should be directed to the File Information Unit at (703)308-2733. 
Information regarding how to pay tor and order a copy of the application, or a 
specific paper in the application, should be directed to Certificatiun Division at 
1/03)308-9726 or 1(800)972-6382 (outside the Washington D.C. area). 

Karin Tyson . ^ 
Legal Advisor 

Special Program Law Office 
Office of the Deputy Assistant Commissioner 
for Patent Policy and Projects 

James $. Hsue , 

Majestic Parsons Siebert and Hsue 
Four Embarcadero Center, Suite 1100 
San Francisco CA 941 1 1 -41 OS 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re Patent, Application of 

NORbJKKT MARXER ET AL. 

Serial No.: 03/770,491 

Filed: December 20 , 1996 

For; PROCESS AND ASSEMBLY FOR 
NON— DESTRUCTIVE SURFACE 
INSPECTIONS 



San Francisco, California 



BOX DAC 

Assistant Commits i.onp.r of Patents 
Washington/ D.C. 20231 

CERTIFICATE OF HAILING 

1 heroby certify that this correspondence is Keinjj H«»po<n with the United 
S la les Pus la I Service flist class mail in en envelope addressed to; SOX 

DAC, Assistant Cotmnssioner of Patents, Washington, u.U. 20231 on narcn 
199*. 




REQUEST FOR RECONSIDERATION OF 
PETITION UNDER 37 CF.R. S 1.47(a) 

Sir; 

The undersiqned attorney has received a Decision Refusing 
Status Under 37 C.F.R. § 1-47 (a) from the Patent and Tradp.marlc 
Office for the above-referenced application. The Petition to Apply 
for Patent Under 37 C.F.R- S 1-47 (a) filed September 15, 1907, was 
denied due to the omission of the non-signing inventor, NoxberL 
Marxer, on the Patent Application Declaration, Therefore, 
submitted herewith is a Supplemental Patent Application Declaration 
which includes non-signing inventor Norhp.rt Marxer along with his 
lact known residence and citiscnehip- The available joint 



Serial No.; 00/770,491 
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inventors, Kenneth F- Gross, Hubert Altendorfcr and George Kren 
have executed this Supplemental Patent Application Declaration on 
behalf of Norfo<?rt MArve-r, who has refused to sign the Declaration. 

The Petition to Apply for Patent Under 37 CF.R. § 
1.47(a) is now believed to be in compliance and reconsideration and 
approval thereof is hereby respectfully requested. 

The Petition fee in the amount of" S130.00 is enclosed. 
Additionally, a Petition for Extension of Time to extend the period 
for response for one month and the one-month extension fee of 
$110*00 die dlbu enclosed. The Commissioner is hereby authorized 
to charge any additional fees which may be reguired, or credit any 
ovfvrpayTnp.nt, to Deposit Account No. 13.-1030. A duplicate nopy of 
this sheet is .enclosed. 

Dated; Maicli 5, 1938 



Atty. Docket; TNCR, 007US1 



Respectfully submitted, 

/•/ • Ms*. 



Ja&s 3. Ilsue, Reg. No. 2 9,545 
MAJESTIC, PARSONS, SIEBERT & HSUE PC 
Four Embarcadero center, Suite liuu 
San Franoieoo, CA 94111-4106 
Telephone: (415) 248-5500 
Facsimile; (415) 362-5418 



Serial No.s 08/770 ,491 
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SIIPPT.KMKNTA1, FATKHT APPLICATION UftCLAKATl ON 
(Attorney's Docket No. s TNCR. 007US1) 

i 

Each of the Applicants named below hereby declares as 

follows; 

1. My residence, post office address and country nf 
citizenship given below are true and correct. 

z. x believe I am the original , first and joint 
inventor of the subject matter which is claimed and for which a 
patent is iDOuyhL iii the patent application entitled "PROCESS AND 
ASSTTWRT.Y FOR NON- DESTRUCTIVE SURFACE INSPECTIONS," Serial No. 
00/770., 491* filed December 20, 1996, and I have reviewed and 
understand the contents of the specification, including its 
claims. I am applying for this patent on behalf of mycclf and 
on behalf of the omitted inventoi Norbei t Haider. 

3. I acknowledge my duty to disclose, to. the Office 
all information known to mc to be material to patentability of 
this applied. Lion, in accordance with 37 C.F.R. Section i.b6/ 
which is defined on thp attached page. 

4. This application is a continuation-in-part of 
copending application Serial No. 08/b33,632, filed September 25, 
IQQS and of co-pending patent application Serial No. 08/216,834, 
filed March 24, 1994 , now abaiidoned. I acknowledge my duty to 
disclose information of which I am aware, which is material to the 
examination of thie application, ao defined in §1.50, which 
occurred between the filing date of the prior application and the 
filing date, of this application. 

I . further declare that all statements luade herein of 
my own knowledge are true and that all Statements made on 
info-rmation and belief are believed to be true; and further that 
these statements were made with the knowledye that willful raise 
statements and the like so made are punishable by fine or 
imprisonment, or both, under Section 1001 of Title 18 of the 
United states Code, and that such willful false statements may 
jeopardize the. validity of the application or any. patent iccuing 
thereon - 



Serial Mo. ; 08/770.491 
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Date: 



Date; 



flORBERT MARXER 
Residence and MUhlegasse 148 FL-9486 
Post Office Address: Schaanwald Liehtenstein 

(citizenship: Liechtenstein) 




Residence and 69 Coronado/Avenue 
Post Office Address: San Carlo^, California 94070 

(Citizenship! U.S. A,} 



Date: 





HUBERT -ALTENDORFER 

Residence and 324 Meridian Drive 
Post Office Addrccc: Redwood Shores, California 94035 

(Citizenship: . Austria) 




Date-. -*T,t>. &. t 










GEO 






Residence and 


2cd 


&6 St. 


Francis Dj-ivej 


Post Office Addrftsp: 


1^4, 


/ Altos, 


California 94022 



(Citizenship: U.S-A. ) 



Serial Hn.: 08/770.491 
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Section 1.56 Duty to Disclose Information Material to Patentability. 

(a) A patent by its wry nature, is affected with a public interest. The public interest is 
best served, and the most effective patent examination occurs when, at the time an application is being 
taia uila cd, the Office is aware of and cvaluatea the teachings of all information material to patentability. Each 
individual associated with the filing and prosecution of a patent application has a duty of candor and good taith 
in dealing with the Office, which includes a duty lu disclose tu (ho Office all iiiforfijatioa known to chat 
individual to be material to patentability as defined in this section. The duty to disclose, information exists with 
respect to each pending claim until the claim is cancelled or withdrawn from consideration, or the application 
becomes abandoned. Lifuiwation material to the patentability of a claim that 13 cancelled or withdrawn from 
consideration need not be submitted if the information is not material to the patentability of any claim remaining 
under consideration in the application. There is no duty to submit information, which is not material to the 
patentability of any existing claim. The duty to disclose all information known to be material to patentability 
is deemed to be satisfied if all inlonnaUon Known to be material to patentability of any claim issued in a patent 
was cited by the Office 01 submitted to the Office in die manner prescribed by §§ 1.97(b)-(d) and 1-98. 
However, no patent will be granted on pn application in flnmwJinn with which fraud on th« Office was 
practiced or attempted or the duty of disclosure was violated through bad faith or intentional misconduct. The 
Office cnoourugwG applicants to carefully examine: 

(1) prior art cited in search reports of a foreign patent office in a counterpart application, 

and 

(2) the closest information over which individuals associated with the filing or prosecution 
ot a patent application believe any pending claim patentabiy defines, to make sure that any material 

information contained therein is disclosed to the Office. 

(b) Under this secuoa, information is material lu pateuLibiluy when it is not cumulative 
to information already of record or being made of record in the application, and 

(1) It establishes}, by itoolf or in combination with other information, a prima facie caso 
of unpatentability of a claim; or 

(2) It rftfntA*, or is inconswtftof with., a posirion th* applicant tskes in: 

(i) Opposing an argument of unpatentability relied on by the Office, or 

(ii) Asserting an argument of patentability. 

A prima ikcie case of unpatentability is established when (he information compels a conclusion that a claim is 
unpatentable Under (he preponderance of evidence, burden-of-proof standard, giving each term in the claim its 
broadest reasonable construction consistent with the specification, and before any consideration is given to 
evidence which may be submitted in an attempt to establish a contrary* conclusion of patentability. 

(c) Individuals associated with the filing Or piuscculiou of a patent application within the 
meaning of this section are: 

(1) Each inventor named in the application; 

(2) Each attorney or agent who prepares or prosecutes the application; and 

(3) Every other person who is substantively involved in the preparation or prosecution 
of the application and who is associated with the inventor, with the assignee or with anyone to whom 
there is an obligation to assign the application. 

(d) Individuals other than the attorney, agent or inventor may comply with this section 
by disclosing iufoimaliou to the aUomey, agent, or inventur. 
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Suite 1100 

Fuur Embarcaclero Center 
San Francisco CA 941 1 1-410G 



In re Application of 

Gross, Altcndorfcr, Krcn, and Marxer 

Application No. 08/770,491 

Filed: December 20. 1996 

For: Process and Assembly tor Nnn- 

Destructive Surface Inspections 



Tins is in response to the "PeLiliui i to Apply 
§ 1.47(a)," filed September 15, 1997. 



UNITED ^ -A iS DEPARTMENT OF COMMERCE 
Patent and Trademark Office 

ASSISTANT SECRETARY AND COMMISSIONER 
OP PATENTS AMD TRADEMARKS 
Washitiyiuii, OX.' 20231 



COPY MAILED 

DcC 1 9 1997 

OFFICE OF PETITIONS 
A/C PATENTS 

DECISION REFUSING STATUS 
UNDER 37 CFR 1 47(a) 



The petition is dismissed . 



foi Patent Under 37 C.F.R;. p iIa^/^ 




Any request for reconsideration of this decision must be submitted within 
I WO W) MONTHS trnm The mail dare of This decision. hailiire To respond will 
result in abandonment of the application. Extensions of time under 37 CFR 
1.136(a) are permitted. The reconsideration request should Include a cover 
lettei entitled "Request fur Reuuusideiatiun uf Petition undei 37 CFR 1.47(d)" 
and may include an oath or declaration signed by the previously non-signing 
inventor. 

The above- identified application was filed on December 20, 1996 without 
either of an executed oath or declaration and the filing fee. 

Accordingly, on February 24, 1997, a "Notice To File Missing Parts of 
Application hlling Date Granted, " was mailed, requiring an executed 
declaration in compliance with 37 CFR 1.63 and the filing fees. 

Papers on filed August 25, 1997 in response to the notice included, among 
other things: 



(1) o Potent Application Declaration signed by joint inventors Grose, 
Altendorfer, and Kren on behalf of themselves on Norbert Marxer; 

(2) the instant petition under 37 CFR 1.47(a) and the required fees. 
Ihft petition sets forth the last known address nt the non-signing 
inventor, Norbert Marxer; 
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(3) a declaration of facts nt James Hsue providing proof thai a copy 
of the application papers was sent to Mr. Marxer and that Mr. Marxer 
has refused to join in the filing of the above-Identified application; 

(4) a declaration of facts of Stanley Stokuwski also providing proof 
that a copy of the application papers was sent to Mr. Marxer and that 
Mr, Marxer has refused tu join in the filing of the above-identified 
application; 

(5) a declaration of facts of Hubert Altcndorfer also providing proof 
that Mr. Marxer hoc refused to join in the filing of the above-identified 
application; and 

(5) a petition for a four month extension nt Time. 

A grantahle petition under 37 CFR 1.47(a) requires: (1) proof that the non- 
signing inventor refuses to sign the oath or declaration artei haviny been 
presented with the application papers or proof that the non-signing inventor 
cannot be reached; (2) an acceptable oath or declaration; {3} the petition fee; 
and (4) a statement of the lest known address of the non signing inventor(s). 
The instont petition locks item (2). 

As to item (2), an oath or declaration executed hy the available joint inventors 
on behalt of the nnn-signing inventor in compliance with 37 CFR 1 .63 and 
1.64 is required. See 35 U.S.C. 5 116, 37 CFR 1.47(a). The declarations do 
not comply with 37 CFR 1.63 and 1.64 because the residence, pustuffice 
address and citizenship of the non-signing inventor has been omitted. 
Accordingly, a supplemental oath or declaration executed by the available 
inventors on behalf of Mr. Norbert Marxer (and setting forth his last known 
residence (city and state)), post office address (which can be a business 
address) and citizenship IS REQUIRED. 

Further correspondence with respect to this matter should be addressed as 
follows: 

By mail: Assistant Commissioner for Patents 

BOX DAC 

Washington, D.C. 20231 



Dy FAX: 



(703) 300-6916 

Attn: Special Program Law Office 
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By hand: One Crystal Park, Suite 520 

2011 Crystal Drive 
Arlington, VA 

Telephone inquiries relaled tu this decisiuii should be directed to the 
undesigned at (703) 306-31 59. 



Karin Tyson 
Senior Legal Advisor 
Special Program Law Office 
Office nt The fDeputy Assistant Commissioner 
for Patent Policy and Projects 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

In re Patent Applicati nn of 
NORDERT MARXER ET AL. 
Sexial No., 08/770,491 
Filed: December 20, 1996 

For: PROCESS AND ASSEMBLY FOR 
NON-DESTRUCTIVE SURFACE 
INSPECTIONS 



Hon, Commiss loner ot 

Patents and Trademarks 
Washington, D.C. 2 0231 



San Francisco, California 



OP MAILING 



I hereDy certity tnar rais correspondence m uelag deposited witn tne united 
States Postal service as fixsl class cell in an envelope addr eased to: 

Ti xmI^ Mi * 

Tammy L. Kaplan « $a«o 

TRANSMITT^T, OF SfTPPLEMEN TAT, nRCTARATTON BY JAMES S. HStfE 

Sirs 

A retition to Apply, for Patent Under 37 C.F.P. 5 1.47(a) 
was mailed la the U.S. Patent Office on August 21, 1997. Filed 
with the Petition was my Declaration indicating that a copy of the 
application papers had been sent to Dr. Marxer, the inventor who 
has refused to sign a Declaration for t-.hp. ahovp-rpf p.rp.nced patent 
application. In ,my Declaration filed together with the Petition , 
it was indicated that I invited Dr. Marxer to call me or my 
secretary in my absence in case he had any questions un this 
matt.p.r, and that it I did not receive the signed Declaration and 
Assignment from Dr. Marver by August. 23, 1997 , I would assume that 
he was still refusing the Declaration. 



Serial Wo.i 08/770,491 
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--v. y ••• 

■' — A — «. .. 

My Declaration was signed and mailed to the PaLenl Office 
on August 21, 1997, two days before August. 23, 1997. The attached 
Supplemental Declaration by the undersigned supplements my earlier 
Declaration t.n clarify that neither I nor my. secretary have 
received any telephone calls or written correspondence or any 
signed Declaration from Dr. Marxer as of August. 23, 1997 and as Of 
the date of this Supplemental Declaration. 



Dated: Auqust 29, 1997 Respectfully submitted, 



vh.iT ■ — \> n ~ 

Jame'.s S . Hsue , Keg . no . 2 9,545 

MAJESTIC, PARSONS, . SIEBBRT & HSUE 

Four Rmbarcadero Center, suite 1100 

San Francisco, CA 94111-410G 

Telephones (415) 248-5500. 

Atty. Docket; TNCP.0 07US1 Facsimile: (415) 362-5418 
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TN THF UNITED STATES PATENT AN D TgADEM^RK OFFICE 

in re latent Application of 

NORBERT MA&XER ET AL. 
Serial No,: 08/770,491 
Filed: December 20, 1996 
For: PROCESS AND ASSEMBLY FOR 

non-destructive surface 
inspections 



Hon. commissioner of 

Patcnt3 and Trademarks 
Washington # n.c. 20231 



ban Francisco, California 



SUPPLEMENTAL DECLARATION BY JAMES S. HSUE IN SUPPORT OF 
PETITION TO APPLY FOR PATENT UNDER 37 C.F-R. § 1 .4/fal 



Si 



I, James S. Hsue, hereby declaim as lullows : 

1. As s La Led in my Declaration in support of Petition 
to Apply lor Patent Under 37 C.Jr'.K. s 1.47(a) filed on August 21, 
1997, in compliance with M.P.F.P. § 409.03(d), a copy of the 
application papers (specification, including claims, drawings and 
declaration) were sent by courier to Dr. NorberL Mo-cxer with a 
transmittal letter (Attachment 1 Lo my August 21, 1997 
Declaration) . 

2. I stated in my transmittal letter that if i did not 
receive the signed Declaration or otherwise hear from Dr. Marxer by 
August ?i f 1997, j wou ld assume that he is still refusiny to sign 
the Declaration. 

2, as of AuyusL 23, 1997 and as of the datP of this 
SupplemenLal Declaration, neither i nor my secretary have received 
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the signed Declaration or any telephone calls or written 
correspondence from ur. rtarxer. 

3. I further dp.clarp that, all statements made on my own 
knowledge arc true and that all statements made on information and 
belief axe believed Lo be true; and further that these statements 
wp.re made with the knowledge that willful f alse statements and the 
like eo macte are punishable by fine or imprisonment, or both, under 
Section 1001 of Title 18 of the United States Code and that such 
willful false statements may jeopardise the validity of the 
application ox document or any patent resulting therefrom* 



Date t 




Atty . Docket No , TNC* . 0f)7US1 
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IN THE UNITED^ STATES PATENT AND TRADEMARK OFFICE 



In re Patent Application of 

NORBERT KARXER ET AL. 

Serial No.: 08/770,491 

Filed: December 7.0, 1996 

Fori PROCESS AND ASSEMBLY FOR 
. NON-DESTRUCTIVE SURFACE 
INSPECTIONS 



San Francisco , California 



Hon. commissioner ot 

Patents and Trademarks 
Washington, D.C. 30231 



C ERTXTI CKTT OF KMItlWG 

a Lull.- r*o- Lo.1 SuifXu«j as. I »j. -t Llaii iuail in aii envelope <a JJj. ^> 5. ud tu; 
COTiiasiancr of P&tents and Sredtffij&rfcs, Washington, D.C. 20231 on August 21, 
1997. 




2//^ 



Sivjiicluxc 



PETITION TO APPLY FOR PATENT UNDER 37 C,F,K, $ 1.47( a) 



Sir: 



The invention in the above-referenced application was 

made by the inventors listed bolow* 

Kenneth P. Gross 
Hubert Al t.p.ndorfp.r 
George Kren 
Norbert Marxsr 

Norbcrt Marxer has refused to sign a ratent Application Declaration 
for Lhe above-relerenced paLenl application. Fur this reason, a 
Petition to trie Commissioner is made so mar an application . tor 
patent may bp. made, by the other joint inventors on behalf of 
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themselves and the omitted inventor. Attached are Declarations by 
Stanley Stokowski and Hubert Altendorfer setting forth proof of the 
pertinent facts and a Declaration by the undersigned indicating 
that a. copy ol the application papers has been sent Lo Dr. Marxer. 
As can be seen from the attached Declarations , Norbert Marxer has 
refused to s^(jr\ a Declaration for the abovp-ref p.rp.ncpd application. 
The last known address of the omitted inventor, Norbert Marxer, ic 
as follows.; 



ALLached is the ieyuii'ed lee ol $130.00 o£ 37 C.F.R. 1.17(h). 



Norbert Marxer 
Muhlegasse 14 8 



FL-y4 8b' schaanwald 



Liechtenstein 



Dated: Augu 



St 21, 



1DD1 



Respectfully submitted, 




JamdS S, Hsue, Reg. No. 79 ,7545" 
MAJESTIC, PARSONS/ SIEBERT & HSUE 
Four Embarcadero Center, Suite 110 0 
Sd.ii Fxciiiciscu, CA .94111-4106 
Telephone: (415) 248 S500 
facsimile: (4ib) 36^-b4l8 



Atty. Docket: twck. 00 7US1 



Serial 17©. » 00/770,431 
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IN THE UNITED STATES PATENT &2LD TRADEMARK OFFICE 

In re Patent Application of 

NUKbtiKT MARXER ET AL. 

Serial No. : OB/770,491 

Filed; December 20, 199-6 

For: PROCESS AND ASSEMBLY FOR 
NON-nESTBlir.TTVE S17RFACE 
INSPECTIONS 



San Francisco, California 



Hon. -Commissioner of 

Patents and Trademark's 
Washington, D.C. 20231 

DECLARATION BY JAMES S. HSUE IN SUPPORT OF 
PETITION Tffl APPLY FOR PATENT UN DER 1 I C. F . R . <S J. 47 fa) 

Sir: 

1, James S. Hsue, hereby declare as follows: 

1. T am patent counsel reprftSfinti ng KT.A-Tencor 
Corporation, a company that resulted from a recent merger of K£A 
Instruments and Tencor Instruments. On December 20, 199 6, I mailed 
the above-ref erenced application on behalf of Tencor Instruments. 

2. in compliance with M.P.E.P. § 409.03(d), a copy of 
the application papers (specification, including claims, drawing? 
and declaration) was sent by courier to Dr. Norbert Marxer with a 
transmittal letter. A copy of the transmittal letter is attached 
a3 Attachment 1. 

3. As slated in the ix'oiiSiuiiLdl letter in Attacluueiit 1, 
if I did not receive the signed Declaration and Assignment from Dr. 
Marxp.r by August 21, 1997, T vonld assnmp. that he is .still, refusing 
to sign the Declaration. I invited Dr. Marxer to call, me or my 
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secretary in tny absence if he had any questions on this matter. 
Neither I nor my secretary have received any telephone calls from 
Dr. Marxer. 

4 . I further declare that all statements made on my own . 
knowledge are true and that all statements made on information and 
belief are believed tu be true; and further that these statements 
were made with the knowledge that willful false statements and the 
like so made are punishable by fine or imprisonment, or both, under 
Section 1001 of Title 13 of the United States Code and that such 
willful false statements may jeopardize the validity ol the 
application or document or any patient resulting therefrom. 

Date: fiu^. 'J^L+J_t$ l By: Q^S^^lj#^^ 
Atty. Docket No. TNCR . 007US1 
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—\ - ATTACHMENT 1 

- UAW offices of 

MAJtbTIC, PA RSON3, SIEBERT flt HSUE 

A PnOrC««IONAL CORPORATION 

INTOiCCTVAL FRCPCCTT LAW FOUR EMBARCAOERO CENTER, SUITE 1IOO OIWCOMVAW^TOFPlCt: 

rATrrfTS. WAOElCARKS, COPYRJCHTS. flANT ^ *-^fU, CALIFORNIA 
TKADt BCCKCTB. AND U«rAtR COMPCTmON SAN fKANCIbCU, CAUTORN1A MIll^JOO 

TELCPHOMf!! <^t«> JiP,««^ 

TELECOPY (4 IS) 



August 1/ 1997 

VI A DHL COURIER 

Dr. Norbert rtarxer 
Mtihlegasse 140 
FL-9486 Schaanvalri 
Liechtenstein 

Re: U.S. Fatent Application Serial No. 08/770,491 
Inventors: NORBERT MARXER ET AL. 

For: "PROCESS AND ASSEMBLY fc'UK WUW-UiiSTKUCTIVE SURFACE 
INSPECTIONS" 

Our File No.: TNCR.. 007US1 



Dear Dr. Marxer: 

We axe patent counsel of KLA— Tencor Corporation. . KLA Instruments 
and Tencor Instruments merged earlier this year, resulting in KLA- 
Tencor Corporation, as you may know, Tencor instruments purchased 
from. Censor f patent application Serial No*. 08/216,834, filed March 
24, 19 94,, in which you are named as the sole inventor. A 
continuation-in-part application Serial No. 08/770,491, has been 
filed claiming priority to Serial No- 08/216, 834. Tn this nev 
application, you and three other individuals are named as cu- 
* inventors and the original application Serial No. 08/216,834 is now 
f abandoned. Enclosed is a copy of this new application for your 
g review. / 

We will need to file a Patent Application Declaration for the uLw 
application Serial No. 08/770,491. Enclosed is the Patent 
Application Declaration and Assignment, we understand that up to 
now, you have refused to sign the ratent Application Declaration. 
The final due date for filing thp. Declaration is August 24, 1997, 
If no Declaration is filed Ly such date, the patent application 
will become abandoned. Therefore, if you have changed your mind 
and decide to sign the Declaration, please sign the enclosed 
Declaration and Assignment and return the, documents to us before 
August 24, 1997. If Wft do not receive the signed Declaration by 
August 23, 1997, we will assume that you axe still refusing to sign 
the Declaration. If you have any questions on this matter, please 
call me or my secretary Tammy Kaplan in my absence. 

SinrjArsly, 

JESTIC^-P ARSONS, SIEBERT & HSUE 




cc! Stanley Stokowski, Ph.D. (v/formal documents only) 
Kevin v. MCAndrews, Esq. {w/formal documents only) 
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IN-THE UNITED g TATES JEATENT AND TRAD EMAR K OFFICE 

In re Patent: Application of 

NORBERT MARXER ET AL. 

Serial Uo. ; 08/770,491 

Filed; December 20, 1996 

For: PROCESS AND ASSEMBLY FOR 
NON-DESTRUCTIVE SURFACE 
INSPECTIONS 

San Francisco, California 



Hon, Commissioner of 

Patents and Trademark.? 
Washington, D.c, 20231 

DECLARATION BY STANLEY STOXOWSKI IN SUPPORT OF 
PETITTQN TO WFbY FOR PATENT TTNTTET? 37 C.g-ft. j 1.47(a) 

Sir: 

1/ Stanley StokuwaKi, hereby declare as follows: 

1- I oiii the Chief Scientist in fhe Wafer Inspection 
Division ol Tencor instruments at th* beginning of 1997. x have 
the responsibility of overseeing patent applications for the 
Division. 

2 - On Jt£ tylt+sL jff9_t I sent a Patent Application 
Declaration and Assignment for the above-re£«xenced application to 
Dr- Norbort Marxcr of Liechtenstein. 

3, on April 3, 1997, I received * facsimile 
transmission from Dx. Marxer, a copy of which is attached as 
Appendix A. As evidenced trom the facsimile transmission, Dr. 
Harxer has refused to sign the Pafent Application Declaration Lhal 
I dent. 



Serltl Wo. s Bfl/77p #< 9i 
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4. 



I further declare that all statements made on lay own 



knowledge are true aud that all statements made on information and 
belief are believed to be true; and further that these statements 
were made with the knowledge that willful talse statPments and the 
liJce so made are punishable by fine or imprisonment, or both*, under 
Section 1001 of Title 18 of the United States Code and that such 
willftil £als t e statements may jeopardize the validity of the 
application or document or any patent resulting therefrom. 
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